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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
10/18/06 has been entered. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 22-27, 29 and 37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cash (6517406), Burton (D394479), Kimbrough (5926388) and Wolf 
(6655056). Cash discloses a sports novelty article having a three-dimensional 
representation of a baseball with a face (48) positioned on the ball such that the ball 
continues from the face to form the remainder of the head (Fig. 1). The relative size of 
the representation of the ball and the representation of the face is such that the ball is 
generally the size of the representation of the head (Fig. 1). The three-dimensional 
representation of the ball is proportional to the represented ball (Fig. 1). The novelty 
article is a figurine with arms and legs (14,16) wherein the combination of the three- 
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dimensional representation of the ball and the face is selectively attachable to the 
figurine (Fig. 2). Burton discloses a ball shaped doll having three-dimensional facial 
features and a ball that is generally the size of the represented head (Fig. 2),such that 
the representation of the face protrudes outwardly from the three-dimensional 
representation of the ball, showing this quality to be old in the ball figurine art. It would 
have been obvious to one of ordinary skill in the art to have the face of Cash display 
three-dimensional characteristics in order to have a doll with more interesting and 
visually appealing features. Cash and Burton disclose the basic inventive concept of a 
sports novelty article with the exception of the three-dimensional representation of a ball 
being computer generated. The claimed phrase "a computer-generated three- 
dimensional representation of a ball" is being treated as a product by process limitation; 
that is, that the representation of the ball is formed using computer generation. As set 
forth in MPEP 2113, product by process claims are NOT limited to the manipulations of 
the recited steps, only to the structure implied by the steps. Once a product appearing 
to be substantially the same or similar is found, a 35 U.S.C 103 rejection may be made 
and the burden is shifted to applicant to show an unobvious difference. Furthermore, 
Kimbrough teaches creating a novelty article by disposing a three-dimensional face of a 
known person, which can include a famous athlete (column 3 lines 12-13), onto a 
computer generated model of a three-dimensional object (Figs. 1 & 3) in order to form a 
doll or other novelty article (Figs. 3 & 4). The three-dimensional face has a continuous 
facial surface extending beyond the surface to which it is applied (Fig. 3). The 
continuous facial surface extends beyond an objects surface at a continuous perimeter, 
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which defines the boundary of the continuous facial surface relative to the objects 
surface (Fig. 3). The three-dimensional representation of the face is proportional to the 
represented face of the person (column 2 lines 15-20). The three-dimensional 
representation of the face is created using a three-dimensional digital model of the face 
obtained by scanning the face of the person (abstract). It would have been obvious to 
one of ordinary skill in the art to have the novelty article of Cash and Burton formed 
using computer generation techniques in order to create a doll or novelty article having 
the realistic features of an actual person (abstract). The two references do not 
expressly disclose the representation of the face being that of a famous athlete, 
however it is well known in the doll art to have the face of a doll resembling a famous 
person, athlete or celebrity, as such it would have been obvious to include this feature 
to increase the amusement value of the toy since it would be in a form that was well 
known and easily recognizable to a child. The two references disclose the basic 
inventive concept substantially as claimed with the exception of a stand. Wolf discloses 
a stand configured to be a three-dimensional representation of a venue such as a 
stadium associated with a sport such as baseball (Fig. 1) that is used to hold sports 
memorabilia such as a ball (column 4 lines 9-19) which would allow for the three- 
dimensional representation of the ball and the three-dimensional representation of the 
face to fit on the stand (Fig. 3). The stand is configured to hold only one ball shaped 
piece of memorabilia (Fig. 3). It would have been obvious to one of ordinary skill in the 
art from the teaching of Wolf to display the sports novelty article on a stand associated 
with the sport venue of the novelty article in order to be able to easily display a sports 
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collectible in an attractive and functional display since it is thematically related to the 
novelty article (abstract). 

4. Claims 28 and 30-31 are rejected under 35 LLS.C. 103(a) as being unpatentable 
over Cash, Burton, Kimbrough, Wolf and Lerner (3660926). The device of Cash, 
Burton, Kimbrough and Wolf discloses the basic inventive concept, substantially as 
claimed with the exception of the three-dimensional representation of the ball and face 
being partially hollow. Lerner however, discloses a toy figurine where the head portion 
is hollow for storing the elements of the figurine within (Fig. 2). It would have been 
obvious to one of ordinary skill in the art from the teaching of Lerner to have the head 
portion be hollow in order to allow for elements to be stored within. 

5. Claim 32 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cash, 
Burton, Kimbrough and Wolf. The references disclose the basic inventive concept, 
substantially as claimed with the exception of the figurine arms and legs having joints 
shaped like sports balls. At the time the invention was made, it would have been an 
obvious matter of design choice to a person of ordinary skill in the art to give the figurine 
ball shaped joints because Applicant has not disclosed that the ball shaped joints 
provide an advantage, are used for a particular purpose, or solve a stated problem. 
One of ordinary skill in the art, furthermore, would have expected Applicant's invention 
to perform equally well without ball shaped joints because a simpler yet still fun and 
interesting toy with arms and legs is created. Furthermore, it has been held that matters 
relating to ornamentation only which have no mechanical function cannot be relied upon 
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to patentably distinguish the claimed invention from the prior art. See in re Seid, 161 
F. 2d 229, 73 USPQ 431 (CCPA 1947). 

6. Claims 33-34 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Cash, Burton, Kimbrough, Wolf and further in view of Official Notice. The references 
disclose the basic inventive concept, substantially as claimed, with the exception of 
using voice signal technology. Official notice is taken that it is well known in the doll art 
to use voice signal technology, as such it would have been obvious to include this 
feature to create a more interesting and interactive toy. 

7. Claim 35 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cash, 
Burton, Kimbrough and Wolf. The references disclose the basic inventive concept, with 
the exception of the face of the athlete being a caricature. At the time the invention was 
made, it would have been an obvious matter of design choice to a person of ordinary 
skill in the art to have the face be a caricature because Applicant has not disclosed that 
a caricature provides an advantage, is used for a particular purpose or solves a stated 
problem. One of ordinary skill in the art, furthermore, would have expected Applicant's 
invention to perform equally well with the standard facial features because it would be 
more easily recognizable. Furthermore, it has been held that matters relating to 
ornamentation only which have no mechanical function cannot be relied upon to 
patentably distinguish the claimed invention from the prior art- See in re Seid, 161 F.2d 
229, 73 USPQ 431 (CCPA 1947). 

8. Claim 36 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cash, 
Burton, Kimbrough and Wolf. The references disclose the basic inventive concept, with 
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the exception of the ball and face combination being fixedly secured to the stand. At the 
time the invention was made, it would have been an obvious matter of design choice to 
a person of ordinary skill in the art to have the ball and face combination fixedly secured 
to the stand because Applicant has not disclosed that the novelty article being fixedly 
secured to the stand provides an advantage, is used for a particular purpose or solves a 
stated problem. One of ordinary skill in the art, furthermore, would have expected 
Applicant's invention to perform equally well with the ball and face combination being 
removable from the stand because it would allow the child to play with the ball once 
removed. Furthermore, it has been held that the use of an integral construction instead 
of a separable structure would be a matter of obvious engineering choice. See in re 
Larson, 340 F.2d 965, 968, 144 USPQ 347, 349 (CCPA 1965). 
9. Claims 38-40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Cash, Burton and Kimbrough. Cash discloses a novelty toy doll having a face attached 
to a baseball (Fig. 1). Burton discloses a ball shaped doll having three-dimensional 
facial features and a ball that is generally the size of the represented head (Fig. 2) such 
that the representation of the face protrudes outwardly from the three-dimensional 
representation of the ball, showing this quality to be old in the ball figurine art. It would 
have been obvious to one of ordinary skill in the art to have the face of Cash display 
three-dimensional characteristics in order to have a doll with more interesting and 
visually appealing features. Cash and Burton disclose the basic inventive concept of a 
sports novelty article with the exception of the three-dimensional representation of an 
article of fame being computer generated. The claimed phrase "a computer-generated 
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three-dimensional representation of an article of fame" is being treated as a product by 
process limitation; that is, that the representation of the article of fame is formed using 
computer generation. As set forth in MPEP 21 13, product by process claims are NOT 
limited to the manipulations of the recited steps, only to the structure implied by the 
steps. Once a product appearing to be substantially the same or similar is found, a 35 
U.S.C 103 rejection may be made and the burden is shifted to applicant to show an 
unobvious difference. Furthermore, Kimbrough discloses a novelty article having a 
three-dimensional representation of the face of a person which could include a famous 
person such as an athlete, wherein the three-dimensional representation of the face of 
the famous person is defined by a continuous facial surface, wherein the continuous 
facial surface comprises a three-dimensional representation of the eyes, nose and 
mouth of the person (Fig. 1). The three-dimensional representation of the face of the 
famous person is generally proportional to the face of the famous person (column 2 
lines 15-20). A computer-generated three-dimensional representation of an article has a 
continuous article surface, wherein the three-dimensional representation of the article is 
generally proportional to the article (Fig. 3). The continuous facial surface is integral with 
the continuous article surface such that the three-dimensional representation of the 
article continues from the three-dimensional representation of the face of the famous 
person to form the remainder of the head of the famous person, wherein the continuous 
facial surface extends beyond the continuous article surface (Fig. 3). The three- 
dimensional face has a continuous facial surface extending beyond the surface to which 
it is applied (Fig. 3). The continuous facial surface extends beyond an objects surface at 



Application/Control Number: 10/758,613 Page 9 

Art Unit: 3711 

a continuous perimeter, which defines the boundary of the continuous facial surface 
relative to the objects surface (Fig. 3). It would have been obvious to one of ordinary 
skill in the art to have the novelty article of Cash and Burton formed using computer 
generation techniques in order to create a doll or novelty article having the realistic 
features of an actual person (abstract). 

10. Claims 41-43 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Cash, Burton, Kimbrough and Lerner. Cash discloses a novelty toy doll having a face 
attached to a baseball (Fig. 1). The three-dimensional representation of the head of the 
doll is proportionate to the three-dimensional representation of the body (Fig. 1). Burton 
discloses a ball shaped doll having three-dimensional facial features and a ball that is 
generally the size of the represented head (Fig. 2) such that the representation of the 
face protrudes outwardly from the three-dimensional representation of the ball, showing 
this quality to be old in the ball figurine art. It would have been obvious to one of 
ordinary skill in the art to have the face of Cash display three-dimensional 
characteristics in order to have a doll with more interesting and visually appealing 
features. Cash and Burton disclose the basic inventive concept of a sports novelty 
article with the exception of the three-dimensional representation of an article of fame 
being computer generated. The claimed phrases "a computer-generated three- 
dimensional representation of an article of fame" and "a computer-generated three- 
dimensional representation of the body of a famous person" are being treated as a 
product by process limitation; that is, that the representation of the article of fame and 
body are formed using computer generation. As set forth in MPEP 21 13, product by 
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process claims are NOT limited to the manipulations of the recited steps, only to the 
structure implied by the steps. Once a product appearing to be substantially the same 
or similar is found, a 35 U.S.C 103 rejection may be made and the burden is shifted to 
applicant to show an unobvious difference. Furthermore, Kimbrough discloses a 
novelty article having a computer-generated three-dimensional representation of the 
face of a person who can be famous defined by a continuous facial surface and a 
computer-generated three-dimensional representation of an article integral with the 
continuous facial surface (Fig. 3). The three-dimensional representation of the article 
continues from the three-dimensional representation of the face of the famous person to 
form the remainder of the head of the famous person (Fig. 3). The combination of the 
three-dimensional representation of the face of the famous person and the three- 
dimensional representation of the article has a hollow portion (Fig. 3). It would have 
been obvious to one of ordinary skill in the art to have the novelty article of Cash and 
Burton formed using computer generation techniques in order to create a doll or novelty 
article having the realistic features of an actual person (abstract). Lerner discloses a toy 
having a three-dimensional representation of the body of a person that is configured to 
fit within a hollow portion of a head (Fig. 2). The three-dimensional representation of 
the body is disproportionate to the three-dimensional representation of the face (Fig. 1). 
It would have been obvious to one of ordinary skill in the art from the teaching of Lerner 
to have the head portion be hollow in order to allow for elements to be stored within so 
they will not become lost when not in use. 
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Response to Arguments 



11. Applicant's arguments with respect to claims 22-43 have been considered but are 
moot in view of the new ground(s) of rejection. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alyssa M. Lowen whose telephone number is 571-272- 
2684. The examiner can normally be reached on M-F (8-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eugene Kim can be reached on 571-272-4463. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. ^ 



Conclusion 
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